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TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte OLE C. DAHLERUD

Appeal No. 95-3290
Appl i cation 08/ 062, 156*

ON BRI EF

Bef ore THOVAS, JERRY SM TH and LEE, Adm ni strative Patent
Judges.

JERRY SM TH, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134

fromthe examner’s final rejection of clains 1-7 and 9-15,

t Application for patent filed May 6, 1993. According to appellant,
this application is a continuation of Application 07/601,672, filed Cctober
23, 1990 (abandoned).
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whi ch constituted all the clains in the application. An
amendnent

after final rejection was filed on Novenber 17, 1994 and was
entered by the exam ner. This anendnent cancelled claimB®6.

Therefore, this appeal is directed to clains 1-5, 7 and 9-15.

The di scl osed invention pertains to a nethod and
apparatus for rapidly |ocating data bl ocks on a tape. More
particularly, a block map is provided in menory which stores
information with respect to a plurality of entry points on the
tape and the nunber of |ogical blocks stored on the tape.
Specific logical data blocks are rapidly accessed on the tape
using the entry point information and the nunber of the
desired | ogi cal bl ock.

Representative claim1l is reproduced as foll ows:

1. A nethod for rapidly accessing a desired | ogical data
bl ock identified by a |ogical block nunber on a tape,
conpri sing steps of:

providing the tape wwth a plurality of categorizing marks
wherein a plurality of |ogical blocks are respectively grouped

foll owi ng the data categorizing marks;

providing a categorizing mark counter which counts the
cat egori zi ng marks;
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provi ding a | ogical block counter;

providing in menory a block map fornmed as an information
table defining a plurality of entry points corresponding to a
plurality of entry point intervals to be defined, for each
entry point said block map defining its |ocation on the tape
in terns of said categorizing nmarks and a | ogi cal bl ock
nunber; and

upon receiving a command to | ocate said desired | ogica
bl ock, checking said block nmap to determ ne a cl osest entry
poi nt which directly precedes the desired |ogical block to be
| ocat ed, using the categorizing mark counter to | ocate said
nearest entry point, and then wi thout any further referral to
anot her block map serially reading the |ogical blocks directly
follow ng the entry point in order to count each |ogical block
which is traversed, and increnenting the | ogical block counter
until it reaches said |ogical block nunber of said desired
| ogi cal data bl ock

The exam ner relies on the follow ng references:

Klunpp et al. (Kl unpp) 4,472,750 Sep. 18, 1984
Usui 4, 656, 535 Apr. 07, 1987
Hood et al. (Hood) 4,747,126 May 24,
1988

Gsterl und 4,775, 969 Cct. 04, 1988

Clainms 1-5, 7 and 9-15 stand rejected under 35 U.S. C
8§ 103. As evidence of obviousness, the exam ner offers
Kl umpp in view of Osterlund with respect to clains 7, 9 and

11-15, and adds Usui with respect to clains 1-5 and 10.
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Rat her than repeat the argunents of appellant or the
exam ner, we nmake reference to the briefs and the answers for
the respective details thereof.

OPI NI ON

We have carefully considered the subject natter on
appeal, the rejections advanced by the exam ner, and the
evi dence of obvi ousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellant’s
argunments set forth in the briefs along wwth the exam ner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answers.

It is our view, after consideration of the record
before us, that the evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clains 1-5, 7 and 9-15. Accordingly, we reverse.

In rejecting clainms under 35 U.S.C. 8§ 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the legal conclusion of obviousness. See In re Fine,
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837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the exam ner is expected to nake the factua

deternmi nations set forth in G ahamv. John Deere Co., 383 U.S.

1, 17, 148 USPQ 459, 467 (CCPA 1966), and to provide a reason
why one having ordinary skill in the pertinent art would have
been led to nodify the prior art or to conbine prior art
references to arrive at the clainmed invention. Such reason
must stem from sonme teaching, suggestion or inplication in the
prior art as a whole or know edge generally available to one

having ordinary skill in the art. Uniroyal, Inc. v. Rudkin-

Wley Corp., 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed.

Cr.), cert. denied, 488 U S. 825 (1988); Ashland G|, Inc. v.

Delta Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ

657, 664 (Fed. Cr. 1985), cert. denied, 475 U. S. 1017 (1986);

ACS Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577,

221 USPQ 929, 933 (Fed. Cr. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prim facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cir
1992).
As indicated by the cases just cited, the exam ner has
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at least two responsibilities in setting forth a rejection
under

35 U.S.C. 8 103. First, the exam ner nust identify all the

di fferences between the clainmed invention and the teachings of
the prior art. Second, the exam ner nust explain why the
identified differences would have been the result of an
obvious nodification of the prior art. |In our view, the
exam ner has not properly addressed his first responsibility
so that it is inpossible that he has successfully fulfilled
his second responsibility.

In our view, each of the independent clains recites
subject matter that the exam ner has asserted is taught by the
applied prior art, but we are unable to find such teachings in
the applied prior art. Thus, there are differences between
the clained invention and the teachings of the applied prior
art which have gone unrecogni zed by the exam ner. Since the
exam ner has not identified these differences, the rejection
fails to provide argunents as to why these differences woul d
have been obvi ous to one having ordinary skill in the art.

Therefore, the prina facie case of obvi ousness has not been

properly established for these clains.
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We consider first the rejection of independent claim
7. The exam ner argues that Klunpp teaches a tape system
having a plurality of fixed | ength data bl ocks, but Kl unp does
not teach the clained block map relating |ogical blocks to
physi cal blocks as recited in claim?7 [answer, pages 4-5].
OGsterlund is cited for its teaching of record storage and
retrieval using a high-level directory and enbedded
directories rel ating physical and |ogical data bl ocks. The
exam ner concludes that the invention of claim?7 obviously
results when the directories of Osterlund are used in Kl unpp
[1d. at page 5].

Appel | ant argues that neither Kl unpp nor Osterlund
teaches that the |ogical block being sought has a
correspondi ng | ogical block nunber as clainmed. It is further
argued that there is no | ogical block counter nor a block map
establishing relationshi ps using | ogical block nunbers.
Appel I ant al so argues that the prior art does not teach that
the entry point mark is in front of the desired |ogical bl ock.
Finally, appellant argues that the references do not teach a

bl ock map which is used without reference to any further bl ock
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map [brief, pages 10-11]. The exam ner disagrees with
appel l ant’ s argunents.

We agree with nost of appellant’s argunents. The fact
that Osterlund counts bytes of data does not establish that
there are entry points in ternms of a |ogical block nunber.

The bl ock map of Gsterlund refers to enbedded directories and
not to logical block nunbers. The exam ner asserts that claim
7 does not require that the directory be before the |ogica

bl ock, however, the exam ner ignores what claim7 does recite.
Claim7 recites that the tape is noved to a mark in front of
the desired | ogical block which is not suggested by the
applied references. The enbedded directories in Osterlund are
| ocated after the data which is to be accessed. The enbedded
directories in Gsterlund operate as additional block maps

whi ch nust be used to read the desired data. Caim?7
specifically recites that such further bl ock maps cannot be
used.

Thus, notw thstandi ng the exam ner’s assertions to the
contrary, there are several features of independent claim?7
whi ch are not suggested by the applied prior art. Since the

obvi ousness of these differences has not been addressed in the
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rejection, there is no prima facie show ng of the obviousness

of claim7. Accordingly, we do not sustain the rejection of
claim7, the rejection of claim9 which depends therefrom or
the rejection of claim 1l which is grouped with claim?7.

I ndependent claim12 is simlar to claim?7 and al so
recites that the entry point has a | ogical block nunber | ower
than the desired | ogical data block nunmber. The rejection of
claim12 fails for the sane reasons discussed above wth
respect to claim7. Therefore, we do not sustain the
rejection of claim12 nor of clains 13 and 14 which depend
therefrom Independent claim 15 is grouped with claim112 so
that we also do not sustain the rejection of claim15.

We now consider the rejection of independent claim 1.
The exam ner applies Klunpp and Gsterlund in the sanme nmanner
di scussed above and additionally applies Usui for counting
i ndications froma begi nning of tape. The exam ner asserts
that it would have been obvious to |locate data sectors in
Kl unpp by counting indications of sector boundaries as taught
by Usui [answer, page 6]. Appellant nakes several of the sane

argunment s di scussed above and argues that Usui does not
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overcone the deficiencies of Klunpp and Gsterlund [brief, page
15] .

We again agree with appellant. Caim1 recites many
of the same features which we previously considered with
respect to claim7. Since Usui does not nmake up for the
deficiencies we noted above in Klunpp and Gsterlund, we do not
sustain the rejection of claim1l for reasons we have
previously discussed. Since clains 2-5 depend fromclaim1l
and claim10 is grouped with claim1l, we also do not sustain
the rejection of these clains.

In summary, we have not sustained the exam ner’s
rejection of any of the clains on appeal. Therefore, the
deci sion of the exam ner rejecting clains 1-5, 7 and 9-15 is
reversed.

REVERSED

JAMVES D. THOVAS
Adm ni strative Patent Judge

N N N N
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JERRY SM TH
PATENT
Adm ni strative Patent Judge

JAVESON LEE
Adm ni strative Patent Judge

H LL, STEADVAN & SI MPSON
A Professional Corporation
85th Fl oor Sears Tower

Chi cago, IL 60606
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